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(Mnims 1-23 nrc pcndino in the npplicntion, Cinlm.s I , 0, and I 2 have been amended. 
(Mnims n-?.^ nrc new. Support in the spccificntinn for the new claim.s is indiealed in the chart 
helovv. No new mailer !?as been added. The righl to proseeiile any eaneetieil siibjeel matUT in one 
or more continuation, continualion-in-parl, or tlivi.sional applications is hereby reserved. 
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RejecUfms under 35 IJ.S.C. § 1 12 

Claims 6 and 12 have been rejeeted under 35 IJ.S.C. 112. second paragraph, as being 
allegedly iridelinile. Claims 6 and 12 have been amended U> remove the objecled lenu "and/or". 
Support for the amendments is found, for example, in the paragraph beginning at page 10, line 5 
of the speeilicalion. Accordingly, it is believed that Uiis <^b jeelion has been overetune. 



Kcjeclions under 35 IKSA\ S 1<>-^ 
Claims I 1 2 have been rejecled under 35 U.S.C. 103(a) as being allege<lly obvious in 
view of the attielc tilled '^AIG laeklcs CMaims ManagemenI/' National Ihuh'nvnter Vol. 103, 
No. 1.5, page 32 (April 12, iW9) ("A ICr^) in combination with Larkin c/ <r//., U.S. Palcnt 
Publication 2002/0069089 (June 6, 2002) (^'Urkinl. Applicants respectfully traverse these 
rejections. 
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NciUicr AK I nor I .ark in disclose n niolhocl for providiny medical as>sii;Mnu-.nls lo niediciii 
iiisuranee chiims as <!iselosed by llic Applicnnt??, nor do AlG and Larkin lO]L:elbcr suj^gesl sucl) n 
nielljod. A1.G describes an "InlegnUed Disabiliry fVlnn;igemenl" elaiins rnanaycnienl program. 
\K'h\ch is '"desiiJined u> help retluec coasts by applvini; workers' eooip ckiinis mana.L;cineul 
jUTftcgics to non-(^eeiip;.ilit)n al ula inis^^ (AlU, para^iniph J; emphasis added)". AlC'i ilocs nol, as 
die Bxamiticr nlleoes, disclose a melliod for '\ui/oma(ic(f//y perlormini: ((SM'}.niniCni logic on the 
reporled claim nnd the collected data to deleniiine vvhellier Ibe assiMnniejil is worrnntcd"' (Office 
aclion, paragraph 7; irnllcs added). Rather, AlG describes a nielhod lor "a iekl^liOllte case 
managcinenl sy.slem that profiles incomini!; claims and enables ease ma naucrs lu idoJitify those 
inosl in need of case management (AlG. parngrnph 4). In summary, AlG describes a prot!:ram 
ihiU Icalurcs "leleplionie and lace-U>-lacc cose mnnatjement" ( ATG, paraL;niph S) ami is silcn! as; 
\o ;iny ajssijjnmenl ioi»i*.:, wiicreasi Ihc Applicont.s describe a method for rtotom:itccl medical 
:issi}v»ment lo4*ic, 

Larkin describes a ease manageiiienl J>ystcni comprising ^^Ictennining an injury diagnosis 
and a treatment plan" (Larkin, paragraph 0043). Larkin does niU, as the f-xominer alleges, 
<liscIose a "ca^se iniuKiiiciiienl method Ibr workplace injifrics in vvluch medica] assisinmcui is 
perrormed on a reporte«J ckiii^) to dcurniiiu* what type ofnmlical assignment is warranted (i;ee 
paragraphs 0044-0046, 0048, and 0052 V' (Olllce aclit)n. parnjimph S; italics aiul boldface 
added). Larkin docs not describe a mdbcHl Ibr medical assigiimeni fil otL but rather for "injury 
diagnosis" (Uirkin, paragraph 0043). The "injury is usually diagnosed prior to other useful case 
management operations" ( Larkin, porogroph 0043) and may use inibrniation pri>viiied by one of 
^ Ivvo paths" (Larkin. pisrngrnph 0044): (i) a "questionnaire'^ (Larkin. paragraph 0045) eiunparcd 
vvith a "diagnosis dnlabn.sc" (Larkin, paragraph ()04rt), wherein the database "typically conlahitsj 
inlbnuation developed by medical research teams" (Larkin. paragraph 003S); or (ii) a '"ntcdicnl 
})roressioiia!" (Larkin. inuagraph 0047). I'hercarjer, (a) "an injtii-y cla^ssification code 
corresponding U> ihe diagiiusis" can be e\lractcd from an "iitjury cIn<i5sificatron database" 
(Larkin, paragraph 0048), which "contains standard ICI>^> | International Cinssiftcation of 
Diseases. 9rh| codes" ( (,arkin, paragraph 0038). and (b) the method "awloniaics scheduling of 
assessment testing" (i-arkin, paragraph 0052). In smnmary, l./arkin describes a method tor 

Piinij.'.r'ip^)'^ numlKYCii uccnrdin^; to printed uriiclc: copy enclosed. 
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cnlcniaiiiui on ICD-O inj ury classificnlion cotio ;inil usin*.; ii lu S(>:lK:(ln{L: tii;Mun.istic?s > rH»t a mclhocl 
for determining if niO(Mc»i iissi^iimctU is warranrcd, as ilescribcvl by Ihe Applicants, and is 
silent OS to nny ii,se ol'llial code other lhan for calculating: or dclcrminin;; a Iroalnicnt plan, 

'f*'i<^ telephonic case manaj/,enicnl systciu as described in AIG is nol al all relcvani lo die 
presently claimed melhotl tor autonuiled mc<lic:i! iissi;;nmcnt lo^ic. as descrihed by the 
Applicants. Con.sideration of an input l('D-9 code is but one laeltir in llie medical assignment 
logic described by the .Applicnnt.*;. StPjrilicanlly. that logic is auComalccK whereas the system 
disclosed by AlCi, cilcd by the Hxnmincr, uses human logic in a leleplionic inlcraciion. A jncthod 
and sysiem oraulomated me<lieal assignmotn logic, as described by the Applicanls, would iiol be 
obvious to one havi)igt»rdinai7 skill in Ihe art in view ol: AIG and Larkin. 

Clnim I has been amended lo elimij)ale rererence lo claiin handliiiy in a eiaiiii service 
r-ffice for clarity and focus on Ihe invention. Support Ibr (his amcndmenl is found, for example, 
at page lines 9-10 ol the specification. Claim I has been liirlhcr amended to indicate rhat the 
automalcd medical assi:Jiiimenl i(\^ic involves a plur«lify ofdata elements. Supporl for this 
amendment is roonil. for example, in the analysis factors listed \\\ the spceificorion starting al 
page *>, line 1 to pa)»c I line 1 and appendices and tables referenced therein. Automated 
ntcdical assiyniiieni logic involving a plurality of data elements is not obvious in view of AIG 
and Larkin, thus it is respectfully believed that the Hxamincr's objection has been overcome. 

As amended claim I is nol taught by AKj and Karkin, it is believed that the Exairnner*!* 
rejection of claims 2 J ?, is rendered moot. 1'he Kxaminet^'s specillc concerns regarding Larkin 
arc addressed beiow. 

Larkin does not disclose "nnrj|y/ing previous claims thai arc similar lo (he reporte<j claim 
and their medical assignments" as recited in claims 3 and 4. In paragraph 0{)4(>, Larkin describes 
providing a .*cei of possible diagnoses in response lo knowledge about a wt>rk environment. Such 
a set ofdiagnoses nuglii result in a more precise ICJ)-9 code, However, in combination with 
AK-r. no positive conlribuliou lo medical assignment, human or automated, is disclosed or 
suggested. Furthennore. Applicants take the position that use 4)f knowledge aboui a work 
environment is not related to use of knowledgo oboul previous similar claims and their medical 
assignments. Claim 3 is amended for clarity. 
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Regavdiiuz claim 5, i.'irkin docs nol rclbr to seiccliny ;j ^^sub-lisl" oriuUurc of injury 
(NOi) nnd associated part of body (FOB) combiootions ^Uluil dcsiro medical ;issii»innctit;* (cUiiiu 
:>). In parngraph 0042, Larkin describes ;i user entering inlbrmalioii on a sine.lc elaini. In 
parai?,n^p'T l.arkiir describes compariivj; quest ionnairc responses io a '^diagnosis database". 

The dia.um)sis database h tiescribed in paragraph ()0:vS as, similar to a "Irealmenl databose'\ 
wntaining -^inform alioi:i developed by medical rcseareh teams, e.g. i» ll^O ^ovm ol siiuimaries or 
dislillalions ol ncninl medical ease sIlkIIcs". Such a trealment/diagiiosis databases arc uol lelaled 
to lists of NOI and POli, and cerlainly not to sub-lisis of NOI and POB a.ssoeialod wiUi medical 
;jssignnicnt. Moreover, Larkin describes a "Ircalnient plan" (l .arkin, paragraph 0049), incltiding 
"sdicdulingoJ" assessment testing'', and '*prc-ccrtitlcation" of scheduled lcst»'' (l,arkin, paragraph 
0052). Scheduling and prc-cerli lying diagnoslic tests as a pari ol'a treatment plan, a.'^ described 
by Larkin, arc no\ part of ^^auloniatically pcrlorming medical assienmenl logic*\ as described and 
claimed by the Applicants. 

Regarding elaini 6, in paragraph 0048. l.,arkin describes selecting a ircatmcnl pathway 
IVom one of the Ibllowing: ^^non-invasive \ ^Ycmoval", or ^Vepair \ No mention is made in 
I .arkin ofthe relaliou (»f Ihese pathways to i>urgery, or of using any oflhesc selections in 
aiilomatccl medical assignment logic, as indiculors of whether or nol medical assigmncnt is 
wamintcd, as describe..! by the Applicants. 

Regarding claim 7, Larkin paragraph 007 describes a "first report of injury", not a new 
dale of disability, as described by the Applicants. 

Regarding claim 8, Applieanls describe a sum ul* monetary valueti incurretl by temporary 
total (TT) disability, temporary parlial (TP) disability, and medical. Karkin descrilics a "degree of 
disability managemcn- (UoDM) code., .idenlificd based on the injury classilicalion code and ihe 
associated .i(ib code" (Larkin, paragraph 007). i he DoDM metric, isde^seribed in Larkin as a 
"tool to measure M<;< > Imanagcd care organi/ationl clfectivcncss in managing treatment and 
returning workers to employment** ( Larkin, paragraph 000.5); it is no[ a dccisioning point in 
autonratcd medical assignment logic, as described by the Applicants. It is further nol a 
decisioniitg point based on nuuiclary value, as acknowlcdgc<l by the Examiner. 

Regarding claims 9 and 10, Larkin docs not describe a ^'prcparing a list of lC.:n-0 codes 
for which mcdUal assl^nmumt is yyarranU*<f\ as described by the Applicants (claim 9; italics 
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:uided'). Larkin dcjscribt.!s assignment of lCD-9 codes hascd ou assessment ul' symptoms (Lnrkin, 
paragraphs 0007, OOOS. 001 9). I .arkin docs uoU however, doscrihe idcnlifyiny a hsi oCICD-O 
codes lor winch nu'^hcal assignment is wairanled. 

Kcuarding claim 1 L Lai kin describes calcuhilinv> J»n "cslimatcd rclurn-io-work daU" 
( Larkin, paragraph 001 S). Larkin docs not describe ^'assessini; the rcporled. chiim and ihc 
collected data to determine whether llie injured individtini has not rclnrned to work tor more than 
a preddermincd porioi:! of time allcr the injiny' and using that asses^jnent }is part of an 
suitomaled medicid assignment U^ijie to determine ifnicdical assii;;nmcnt is warranted, as 
described hy.lhc Applicants (claim II), 

Fur a( least the reasons given above in connection with claims 6 9, it is believed lh(U 
claim 12 is distinyiiishcd over Ihc prior art. 
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CONCLliSION 

Applicnnts respc'clfully i>ubrnil Uial, as dcscribal above, the cited prior tu l docs not show 
ov sugi;c>;| the comhinauon oT Icitturcs rt-cilcd in the clain^s. Applicants do not concede that l)ic 
cited prior nrt shows any oI'iIk: clcitienls recited in the ch^invs. Ih)\vcver, Applicants have 
provided spceillo cxnniplcs of elements in the claims that are elcai^ly nof present in the eiled prior 
art. 

Applicants stroityly cmphasi/c that one rcA'icwing the proscculion histi>ry should not 
interprel any oflhc examples Applicants have described herein in connection with distinguishing 
over the prior art os limilinK lo lliose speeillc features in isolation. Rather, Applicants assert that 
it is the combination ordcrnenls recited in each <if the claims, when each claim is interpreted 
a whole, which is patentable. Applicants have emphasi/ed ccrtaiji features in the claims as 
clearly not present in the cited rclcrenccs. as discussed above. However, ApplicaxU-s do no! 
concede that other feahircs in the claims are found in the prior art. Rather, for the sake of 
simplicity. Applicants are providing examples ofwhy the claims described above are 
dislinguisitabic over tho cited prior art. 

Applicants wish to clarify for the record, ii iieces%;ary, thai the claims have been ainemlcd 
to expedite proseculion and/or to explicitly recite thai which is alrca<ly present within the doims. 
Moreover, Applicants rcsci-vc the riyht to pursue the oriiiinal and/or complimentary subject 
nuuier recited in the present clainvs in a continuation application. 

Any naiTowing amendments n^idc to the claims in the present Amcjulment are not to be 
construed as a suiTcndcr of any subject matter between the original claims and the present 
claims; rather merely as Applicants' best allempt at providing one or more dcfmitions of what 
rhe Applicants believe U) be suitable patent protection. In addition, the present claims provide the 
mtcndcd scope of protection that Applicants are seekin]^> for this application. Thcrclorc, no 
':jStoppel should he prcsunicd. and Applicants' claims are intended to include a scope of 
protection under Ihe Doctrine of Hq^iivnlents and/or statutory equivalents, i.e., alt equivalents that 
are substantially the .same as the presenlly claimed invention. 

Furtbcr. Applicants hereby retract any arguments and/or statements nuulc during 
prosecution that were rejected by the Exan^iner iluring prosecution and/or that were unnecessary 
to obtain allowance, aiid i)nly maintain tlie an>uments that pcmioded the Examiner with respect 
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U> Ihc allowcihilily oflhc patent ckiinis, one o(\>r(linnry skill would iimicrslantt iVoni o review 
M the prosecution history, VhiM is. Applicants spceilically retract sUilLTJiKinJs (hat one of ordinary 
>kill would recognise from reading; ll\c tile history were not necessary, not used, and/or were 
rejecleil by ihe Li.xomincr in allowing the patent application. 

]'ov all the reast.>n,s ;ulvanee<! al>ovc, ApplicanLs respcetfully submit thai the rejections 
have been overcome atul should be withdrawn. 

I'or all the reasons advaneeil above. Applicants rcspeetlnlly subiijil that the Application is 
in condition for allowance, and that such action is earnestly solieiled. 
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All ! MORI/.A i iON 



I'hc Comini:isit?ncr is hereby authorized to chart'c any a<klitioiiaI Ices llial may be 
rci|uircd lor this Amen<hnent, or credit any ovcrpayincnl, to Dcposil Account No. 08-0219. 

\n ihc eveni thai nn l-xlciision ol Timc is required, or which may bo rctjuircd in adthlion 
to (hat rcqucstod in a |Xlilion lor an [-xlcnsirHi ot TinK:. the Connnissioncr is requested to !>rant h 
pclilion for llial Hxlension olTime which is required to n)akx- Ihis response linieiy and is hereby 
r-ut fiori/eii lo eharue any (ee Ibr such an [Extension of riinc or credit any overpayment ihv an 
hixtcnsion ot'Time lo Deposit Aecouiii No. 0«S-02(9. 



Respect fu 1 1 y subni i t ted . 




h:aK'll\ Donner 
i<egistralion No. 35 J 30 




3<X> Pork Avenue 



New York, NY 10022 
Tel: {2I2)230-S.SS7 
lax: (212)230-SSKS 



16 



PAGE 21123 ' RCVD AT 6/12/2007 3:54:22 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-^^^ 



06/12/2007*15:59 FAX 212 230 8888 



tflLMER CUTLER PICKERING 



©022/023 



32 




AIG Tackles Cioims Management 



Ainci'iortxk ]»lcmdtio»iil Ci<mj(> bus 



Moiiiil Coinpniik-?* K ofTrrriuy "Inltt* 
^riilr.ti Di.\ii})iti(jr Ma»3{:emcnt." » 
cldimsi nianag««Tni?ni pro^fam for 
fansurc<h ^vSrh wrWi' ctnnjujnttilion 




to ai.'t^ititit ftinui ittCTitaviiii^porUOrtiif 

pirAiiilent, ci^tims seivicc.v fur Neve 

itbilit)^ Mnnujjcnicnl proj^ram {'ivrj 
iirftplo^^fs die toob th<^ in:i:tJ tiitnon* 
»|>V lhn$|t flfOjri^ttU a2i<l Nip m^wt 
loj* costs " 

'Hur I DM prorjntn is dcu(pic>d to 
]^\^ nxluctf ccits by a{ip)>lD{*\\t>^ri' 

mjii-tx.vupuUona] cluimv S|)mnis% 
]DM rnn^'i^^AA mii^iIiaiV ci>mp. kmc- 
tcm) disability and shoit-lenn di»ib3- 
y\y cbimj »siii>; » milfofm system w- 
{];^nUc» of wltcdjcr t^ury nro ocoipa 
I k;|i:i) I jr iu>i^-<)CciiiXtLfOna]. 

I DM U50S a tofcpl»oi>u? nun- 
dPOiYuynt ivstcm (hot proi\}ct M^tiibi{( 
cliiims iuid l'{iu)j{k( casjc: Akiin^gen to 
idoiilify ilniic niost hi ntaMi ftf casc 
iiuuiu^'^hTriKiU. This hfllpi ivduct' )gvi 
dftyi; and Achlrvc^ npiittmm mctlitvil 
ouliroiiiC2». AlC snki. 

.tpcciolired, onfii^!. Wiudowj-Iascd 
NfiOwitrv n^rtn iFial piWidci rr4l'lirM 
cbims in(onnaHonr 

IDM employs « varkrly of cUnw 
iit.i;)u|.iri!rnciu sUnlcj^^cl, Indttdiii^j: 

* Knrly inivrvrniion tocuphire no* 
tiHcdCion ofinjuiy or tUiMnii. 

• TelujjJKjnln iind focc^lt^-fttcc 
mma^ctnrDt \n mnniror ibc ♦niollly 
and cost nf mcdica) coiv. ic( wcO lu 
help cnsurr t^ip* iftjarcd mtploycrt 
rccctv*: ca\t-cffccthr. and quality ta-nJ- 

♦ Kiirly rclupMo-wurk mOCTaffo 
ihm Focus on reiurilrtg <ifcabkd rm- 

ptf lyinKk l<i NMirk as sotm lU |)OftV))>i^' 

Tp p«>«dc. <70itflisteacy at oU knvb 
ofihc claims i7»np<»ftrt"«i« process, the 
IDM pitjgraiA \«C5 n jiiJglc-souiCP 800 
niimlytr lu jvpMi clain«» a sln^'A cu^* 
tomer scivins and inedicftJ maii»g«' 
mojji itfjun, jjlnrfo dbputfl rc»oIut»<m. 
K\Tu] vnws' i-uid fiipliiatc-clfilfl" "**>n^* 

SAFECO Announces 
Rurol Agent inttiotive 

nil n«TklrtiflftU^ili^lt^«dcsign«ll0^7O«' 
Ihc compan)^ presnwiw in snaallcr com* 
inunidcf across the <70untiy. 

About one-third tif SAFlSCOs 

S.OOO iDiIrJuriwIcftt OgwitS Hit In cOTTl' 

nniiiitiria with fewer than 50,000 
pc^jplr. « xiipkificanl nombrr w 
a<«5C «g»5ni3 arc Wed wi icr-^t* 
populations of3.000 or less, ihc S«itiJf j 
biL^ ccmipony said. SAKECO j »v J 

in\\[k)n in firrmiiim each yiaif Uifotip?* 
dH lines of budnDss. 
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